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\TTFNTION: Boj*rd of Patent Appeals and Interferences 

SUBSTITUTE APPEAL. BRIEF (37 CF.R. § 41.37) 

This brief is in furtherance of the Notice of Appeal filed 02/03/2006, a substitute for the Appeal 
Brief filed 04/03/2006. and in response to the Notification of Non-Compliant Appeal Brief 
mailed on 0 i/23/2007 (see attached). While appellant disagrees with the Examiner as to whether 
the alleged deficiencies exist in the original Appeal Brief, a Substitute Appeal Brief with 
appropriate edits is nevertheless submitted to expedite prosecution. 



The fees required under § i . 1.7. and any required petition for extension of time for filing this brief 
and fees therefor, are dealt with in the accompanying TRANSMITTAL OF APPEAL BRIEF. 

This buef contains thest items uudet the following headings, and in the order set forth below {37 
Ci R 5} 41 37 (c >(i}} 
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I\ STATUS OF AMENDMENTS 

V SUM MA RY Ob CI AIMED SI RJFCI MA ITER 

\ \ GROUNDS f)r RLJEC HON TO BE Rf \ IE WED ON APPI AL 

VII A KG I MfcNF 

Vfll CLAIMS APPENDIX 

IX EVIDENCE APPENDIX 

X RELATED PROCEEDING APPENDIX 



Tlie final page of this brief hears tlie practitioners signature. 
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I REAL PARTY IN INTEREST (37 C.F.R. § 41.37{c){l)(i)) 

The reai party in interest in this appeal is McAfee, Inc. 
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H RE LATED APPEALS AND INTERFERENCES (37 CF.R. § 41.37(c) (1 )(»)) 

Wnh icspeet to othu pnoi oi pendmy appeals interferences, ot i elated judicial pi occeduiiis thai 
will dtieaK affect ot be ditccth aftVaed h\ ot base a beanng on the Rood's decision tn the 
pending aj>pud, an dj>pe<d noted on On 2<H)o nt .ipphcdtion seual tmmbu ( ,0 0"^ o"^ mas he, 
but is not necessarily, related. 

Si net- no deusion{s) lias been tendeted m such ptoeeeding{s) no Related Ptoc ceding Appendix ts 
appended hereto 
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Mi: STATUS OF CLAIMS (37 C.F.R. § 41.37(c) <I ><iii» 

A. TOTAL NUM BER OF CLA IMS IN APPLICATION 
Claims m the application die 1-10 !2-^( , and ^2-40 

B. S IVllS OI< ALL I IIL CL VIMS IN APPLICATION 

1 ( hiims v\tthJun\n fiom conMdeiation None 

2 ( Lmtis pending l-]n j 2-*o and "O-40 
i Claims all owed None 

4 Claims rejected 1-10 LMOan(H2-40 
^ ( lamb cancelled 1! and >i 

C. CLAIMS ON APPEAL 

The claims on appeal are: 1-10, 12-30 and 32-40 



See additional status information in the Appendix of Claims, 
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IV STATUS OF AMENDMENTS (37 C.F.R, § 41.37(c)(l)(iv)) 

As to the status of any amendment filed subsequent to final rejection, there are no such amendments 
after final. 
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V SUMMARY OF O AIMED SUBJECT MATTER (37 C.F.R. § 4L37(c){l)(v)) 

With respect to a summary of Claim I, as shown in Figures I and 2, a method carried out by a 
computer executing computer-readable program code comprises receiving a certain electronic 
file intended for delivery from a sender to an intended recipient (eg. see item 202 of Figure 2, 
etc.) where the certain electronic file has a first file format with a first Die extension and contains 
a computer vims. See, for example, paragraph 0017, et al. Prior to the certain electronic file 
being made available for viewing by the intended recipient (eg see item 206 of Figure 2. etc.), 
the certain electronic file is converted to a second tile format having a second file extension that 
is different from the first tile extension of the first file format (e.g. see item 204 of Figure 2, etc. ) 
which prevents the computer virus from executing when the converted electronic file is opened 
by the intended recipient (e g. see item 208 of Figure 2, etc ). See, for example, paragraph 00 i 7, 
et al The certain electronic file is converted in response to a determination that the certain 
electronic file represents at least the potential risk to the security of the computer system.. See. 
for example, paragraph 002.1. et al. 

With respect to a summary of Claim 24, as shown in Figures 1 and 2, a method for implementing 
a security policy comprises determining whether an electronic file represents at least a potential 
risk to security of a computer system. See, for example, paragraph 002?, et al Prior to making 
the electronic file available to an intended recipient of the electronic file {e.g. see item 206 of 
Figure 2, etc.), the electronic file is converted into a safe format having a safe file extension that 
ensures that a computer virus in the electronic file is unable to harm the computer system fe.g 
see item 204 of Figure 2, etc.). The electronic file is converted in response to the determination 
that the electronic file represents at least the potential risk to the security of the computer system. 
See, for example., paragraph 002?, et al 

With respect to a summary of Claim 28, as shown in Figures I and 2, a computer-readable 
medium has instructions stored thereon, which, when executed by a computer, cause the 
computer to convert a certain electronic file, intended for delivery from a sender to an intended 
recipient (e.g. see item 200 of Figure 2, etc.), from a first file format having a first file extension 
to a second file format having a second file extension (e.g see item 204 of Figure 2.. etc.). See, 



-8- 

for example, paragraph 001 7, et al. The converting is prior to the certain electronic tile being 
made available for viewing by the intended recipient (e g. see item 206 of Figure 2, etc.) The 
second file format with {be second tile extension is different from the first file format with the 
first file extension, and a computer virus in the certain electronic file is prevented from executing 
when the converted electronic Hie is opened by the intended recipient (e g see item 208 of 
Figure 2, etc >. See, for example, paragraph 0017, et al. The certain electronic file is converted 
in response to a determination that the certain electronic file represents at least the potential risk 
to the security of the computer system. See, for example, paragraph 0023, et al. 

With respect to a summary of Claim .36, as shown in Figures 1 and 2, a computer has means for 
receiving a certain electronic file (e.g. see items 126a and 126b of Figure 1, and item 202 of 
Figure 2, etc.) intended for delivery from a sender to a intended recipient (e.g. see item 200 of 
Figure 2, etc.) The certain electronic file is a first file format with a first file extension and 
contains a computer virus. See, for example, paragraph 00 1 7. et al Further, prior to the certain 
electronic tile being made available for viewing by the intended recipient (eg. see item 206 of 
Figure 2, etc.), the computer includes means for converting the certain electronic file from the 
first file format with the first file extension to a second file format having a second file- 
extension that is different from the first file format with the first file extension (e.g. see items 
126a arid 1.26b of Figure 1. and item 204 of Figure 2. etc.) which prevents the computer virus 
from executing when the converted electronic file is opened by the intended recipient (e.g. see 
item 208 of Figure 2, etc.). See, for example, paragraph 001 7, et al. The certain electronic file 
is converted in response to a determination that the certain electronic file represents at least the 
potential risk to the security of the computer system See, for example, paragraph 0012; 
paragraph 001 7, lines 1-4, and paragraph 0023, et al. 

Of course, the above citations merely provide examples of various claim language and possibly 
other features, and thus should not be construed as limiting in any manner. 
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VI GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (37 C.F.R. § 
4L37{c)(l){vi)) 

Following, under each issue listed, is a concise statement setting forth the corresponding ground of 
rejection. 

tsi>ue ~ i flic bxamsner hai> icicctcd Ciaims i-]o, 12-14, Id, 18-30 i2-3 > and ^-40uitdei ^ 
I SC 1 02(b) as hemg anticipated b\ Ji et al {I S Patent No ^SK'^M*) 

Issue ~ 2 1 he I \dm\nvi has rejected Chums i ^ and 3-4 under 3M ' SC 103(a) as bang 
unpatentable o\er h et al (l s Patent No ^.889."4^ >. m siew ofCherHl S Patent No ^^bOHO) 

Issue > The f xammet has lejeUul t Satm {7 nndet >^ I S C iOifa) as bemg unpatunabSe mer Ji 
etal S Patent No 5 X8 ut >43) in aev, ol Chen (5 S Pdtent No ^ o 0 o PO) in lunhei view of 
Maioney et al. (U.S. Patent No. 6,549,208). 
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VI I ARC U M E NT (37 C.F. R. § 4 1 .37(c)< I >(vit>> 

The claims of the groups noted below- do not stand or fall together. In the present section, appellant 
explains why the claims of each group are believed to be separately patentable. 

issue # 1 : 

The Examiner has rejected Claims 1-10, 12-14, k\ i 8-30. 32-33 and 35-40 under 35 V S C 102(b) 
as being anticipated by Ji et at (U.S. Patent No. 5,889,943 ). 

Group Mi: Claims 1-6, 8-10, 12, 13, 19-21. 23-30, 32-33 and 35-40 

With respect to independent Claims i, 24, 28 and *6 the bxaminer has> iched on the follow inu 
e^ eCipt ftom ji to m ike a pnoi ait shoumg of ippeilant s claimed pnoi to the cettam eketionie 
file being nude available for \ icvsmg b\ the intended leespient eonvottmg the ceitam eleUtome 
Hie to a second file foimat has my a second file extension thai is diilesent fiom the fust file 
extension of the first file foimat and that psevents the computei \ uus tiom executing when the 
eons et ted elect) onte fik is opened b\ the intended reapum (sue this ot strmiai but not 
idontKdl language in each oi the lot egomg danns) 



in the Adsisorv \cnon dated i ) n 2(.><)o the h\armnej has responded to appellant s aigt ments 
bs stating that C ol ^ hues "v'-o? and Col u , hms 3s_ i hn Ji dcaris teaches cheeking the 
exttnsion of the tile name which including tM bind pe\ ancigd that files ate no likeK to 
contain smises while e\e zip and eoin extension files aie oi the t\pe that often contain \nuses 
I he ! rammer has concluded that h discloses pioceduies (tig t>B step oi 0-<\ j 2 or 610- 62S) 
that prior to turn stern ng the elections fiie these ate steps to determine whether the tile contains 
\iius then based on the use? s cunfiguj alion to rename the file 1 he E \aimneJ has fmthei 
argued that 1 the rename file not onls can ehange the name, [hut j it can also change the file 
extension ' and that |i |t is weSl known skill m the art of the computer field Still vet, the 
t xammei as argued that *h teaches the option tor users to spears m the configuration tile to 
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prevent the virus from making damage before recipient open the file" and that thus "'the virus- 
free extension is the target name." 

First, appellant respectfully asserts that, in Ji, the file extension is only utilized to determine 
whethei the file is of a t\ pe that can contain \ it uses, Mich that if the file is not of the ts pc to 
contain uiuses then the file ks fiansfetied to the recipient t see Figine 6B) It appears Hurt the 
fsamtnei has simplv taken Jj s abose mentioned (muled use of file extensions, and has 
combined such limited use with Ji s teaching of lenammg a fde found to contain \nuses to meet 
appellant's claims. 

Appellant respectfuils asset ts that e\en if such combination ol teachings are taken into .recount 
sunpls nowheie does Ji es en suggest 'com citing the certain eleetiome file to a second file 
foimat having a second file extension that is different fiom the first file extension of the first file 
format ' (emphasis added) as appellant specs fiealh claims in tact Is teaches that.dtei " the file 
is renamed and stored in a specified dnectorx the u^er is notified oi the new file name and 
dneuors path which can [bej used to manual i\ request the frit- from the ssstem adimntstiatof 
( see C ol ° lines 5c-*!") C learK , such teaching does not e\ en suggest that the tile has been 
cons cited mto a different fonnaL m the manner spea ft calls claimed b\ appellant 

Appellant agam reiterates that renaming a file, as sn h srmpls means gssing the file a new name 
\ppellant, on the othei hand claims cons ci ting the tile to a diffeient file foimat and not meteK 
gi\ me' the file a new name as taught m li 'specificalh , now hetc in Ji is thetc an\ teaching of 
cotu citing the fife into a different ibunat with a diffeient extension oe g ("NT etc ) as aigued 
bv the rxarmner such extension, which is sepantte and dilTerent from a tile name, is 
specificalls indicatix e of a foi mat thereof 

In addition, appellant leiteratcs that h also fails to diselose conserfmg the file into a diffeient file 
format 'that pies ems the compute; virus fiom executing when the converted eleetiome file is 
opened b\ the intended lecrpient " It seems the t xammei has simpK listened such a teaching 
fiom Jf s tieneiai disclosure of file foimat» that are not indicative of the file containing a \iais 
Again the Fxammer has failed to pr easels show where appellant s spec die langu ige, when lead 
m context can be found \ppellant again respectful is asseits that such an mfeience is 
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unfonnded Speeifrcalh , m ji when <i vtrns ts found in a Hie tin ee options aie pto\ rded nameh 
doing nothing and transiuting the ilk deleting the tile without transiemng it ui renaming the 
file and stomm n (see ( ol ° lines *°-44 et «il ) finis sukc Jj allows foi a file to be uamfeited 
even aftci uetcimimng that the fife is infected etc it is mappuipnatc to assume that lenamtnti a 
ft!c would mhetendv include converting the file two a dtfierent Ok lot mat that speetlkalh 
pi events the computer \iuis nom executing when the coin uted elect! onie ilk is opened b\ the 
intended teapsetit ' as claimed bv appellant In other woids not onK does h iari to meet 
appellant's clatm language, rt e\en hat lies <ma\ fiom the same, as noted above 

As aigued tn the Amendment filed (.to ^ <^ tt settns that the f rammer has teiied on h\ 
diseiosuie of sending marl messages that have been tteated to meet appellant s specific claim 
language Vppellant iespectfuHs asserts that ft s tteated message is ssmpiv a message that 
contained a \ srus and thai \\ as cleaned (see C ol 1 "\ lines foi e sample 5 I hus, ji mereK 
teaJies sending a message after it has been denied of am iais infection which ckatK does not 
meet ' com citing the eertatn eleaionie frle to a second tile totmat having a second tile extension 
that is different ftom the fust file extension of the fust file format and that pre\ents the computer 
\ uus ft vim executing when the torn ened elect: onie tile is opened h\ the intended recipient in 
the mannu claimed h\ appellant SpeetfiealK appellant Janus changing the fonnat of a tile 
such that the \ nus eon tamed in the file ts pi evented ftotn executing which ckattv distinguishes 
ihe mere cleaning of the file as disclosed m h It appeals that the iKammet has stmph failed 10 
take into account the full weight of appellant's claims 

Still v\ith respect to independent Clatnts 1, 24 2S and >o the ! vimrner has iched on the 
following excerpt from h to make a pnoj att showing of appellant s claimed technique whetein 
it is detei mined whether the < tiiain electronic file icpicsetits at least a potential nsk to scvuiu\ of 
a eomputer svstem satd comerting the ceitam electronic file being m lesponse t<i a 
determination that the eertatn elettionie lile represents at least the potential usk to the securitx oi 
the eotnputei s\ stern (see this ot similai hut not identical, lantmatie m each of the ioieatnnv: 
claims). 
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In the Advisory Action dated ! /1 7/2006, the Examiner has failed to respond to appellant's 
specific arguments. Appellant again respectfully asserts that Ji does not teach appellant's 
specific claim language for substantially the same reasons as argued above. Specifically, simply 
nowhere does Ji specifically disclose convening the file format, in the manner claimed by 
appellant. 

\s aiaucd in die Amendment tiled Ob _VO\ appellant respectfully asserts that the concern e 
actions disclosed In Jj m the abo^ e cited e\ee:pt lehed on b\ the fxamtner, including temo^ ing 
a \ uus sending a warning with the message deleting the message and iot raiding the message 
death fad to teach 'come* ting the ceaam eleuiome Ilk hemt> m sesponse to a determination 
that the certain electronic tile tcptcsents the potential ri»k to the sec ut its of the computet 
ss »tem " as claimed by appellant Specifically, appellant claims convening the file foimaf as 
described in the remaining eknm language wheteas it met eh cleans the infeaul file of iea\es 
the file "as is." 

fhc jrvamtnci is tenu tided that a claim is anticipated onh it each and uen element as set fosrh 
m the claim is found ctthu exptessh or tnheiemh desuihed in a single puos art inference 
I .'io'(&h(/Br(n i { man (hi Co Of( aithtma 814 \ 2d 628 o>l, 2 I SPo2d 10M H*M (I ed 
(\i 1°S7) Moieo\ei the identical imention must be shown in as complete detail as contained 
in the claim RrIm/Jsou i Suzuki \loto> (*<>X(^ 1 2d 12> I2K <>USPQ2d I'M"?. 1«»20 (ted 
Cit The elements must be attanged as required b\ the claim (emphasis added) 

j his cnteium has simph not been met b\ the Ji feference. for the seasons noted abo\e 

Group #2; Claim 7 

The ! \ammer has i el led on ( ol 12 lines 22-2^ m )i to make a pnoi utt showing of appellant s 
claimed convening oceunmg at a desktop computer of the intended teeipient ' \ppeliant 
icspectfulh assens that such e\ccipt onh discloses that 'each ot the encoded poitiott» stored in 
its own file is tndi\ icfuaiK decoded " Cieuh decoding encoded files does not e\tn suggest 
1 con\ citing the (.ertam elect tome file to a second file ioimai ha\ ing a second ftle eciension that 
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is different fsom the fiist file extension of the iltst tilt.' toimat and that prevents the computer 
v tius Hum executing when the coiueited electronic file is opened in the intended recipient" 
(emphasis added), «is planned in addition h cxpjessiy discloses that ,3 fur the tile is decoded, 
the file is cheeked tot \iiuses and associated actions aic taken and then the tiansformed fiie is 
transmitted to the chent (see Figuie NR and Col 12 lines <M'-sO) Thus in li the file cannot be 
converted "at a desktop computet of the intended tccipicnl ' as appellant claims since the file is 
transmitted aftei being decoded (emphasis added) 



\gam. appellant icspeetfiilK asserts that the Ji lefcrcna fails to nuet all of appellant* 5 claim 
language, as noted above. 



Group #5; Claim 14 



The Examiner has relied on the following excerpts from ji to nuke a prior art showing of 
appellant s claimed "receiving a second electronic file intended for delivery from another sender 
to another intended recipient, the second electronic file having a third fiie format and containing 
another computer virus; and prior to the second electronic file being made available for viewing 
by the another intended recipient, converting the second electronic file to a fourth tile format that 
is different from the third file format and that prevents the another computer virus from 
executing when the converted second electronic file is opened by the another intended recipient." 




In the Advisory Action dated 1/17/2006, the Examiner has failed to respond to appellant' s 
specific arguments. Thus, appellant substantially reiterates the arguments made in the 
Amendment dated 10/1 .V2G05. 
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Specifically, in the Office Action dated 08. 19 05, the Examiner has again relied on ji's teaching 
of renaming a tile (Col. 9. lines \-44) to meet appellant's specific claim language. For 
substantially the same reasons as argued with respect to each of the independent claims above, 
appellant respectfully asserts that sun ply renaming a tile does not meet '"converting" in the 
context claimed by appellant. 

As argued in the Amendment filed 06/3/05, appellant respectfully asserts that the above excerpts 
from J? merely teach the type of messages that may carry viruses and the types of attachments 
that may be attached to such messages. Clearly, the above excerpts do not even suggest any sort 
of preventing virus execution in an electronic file, let alone in the specific manner claimed by 
appellant. Furthermore, nowhere in Ji is there any mention of " convening the second electronic 
file to a fourth file format that is different from the third file format and that prevents the another 
computer virus from executing when the converted second electronic file is opened by the 
another intended recipient,'" in the context claimed by appellant (emphasis added). 

Again, appellant respectfully asserts that the .ii reference fails to meet all of appellant's claim 
language, as noted above. 

Group it 4: Claim 16 

The Examiner has relied on Jr s disclosure of ".txt, ,bmd 5 .pcx and gif extension files" (Col. 8, 
line 67) and "encoding] binary data to ASCII data" (Col. I i, line 59) to make a prior art 
showing of appellant's claimed "second file format being at least one of a TXT file format, a 
RTF file format without embedded objects, a BMP file format, a JPEG file format, a CSV file 
format, a JPB file format, a GIF file format, a HTML file format without scripts, and a ASCII 
file format." 

Again, in the Advisory Action dated 1/17/2006, the Examiner has failed to respond to appellant's 
specific, arguments. Thus, appellant substantially reiterates the arguments made in the 
Amendment dated 10/13/2005. 
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!n particular, in the Office Action dated 08 19/05. the Examiner has argued that the types of files 
claimed by appellant are mentioned in Ji (Col 8. line 67, Col 9. lines S-2) Howevei. appellant 
notes that such excerpts merely disclose types of tiles likely to contain viruses and types of files 
not likely to contain viruses, in ji, if the file is of a type that is likely to contain a virus, then the 
file is temporarily stored and analyzed to determine if it has a virus (see Co!. 0. lines 14-20) 
Thus, the file formats determined in ji only relate to determining whether to further analsze a file 
for viruses, and not to actually convening the file format, in the specific context claimed by 
appellant. 

Vs digued tn the Amendment filed 06/ 0^ appellant respectful i\ asseits that simpK disclosing 
t\ pes of files does mc to the ie\ d of spceificm of appellant's claim language !n fact, the 
excerpts i eh ed on b\ the Kammei are m the context of checking extensions ot tile uame\ {( ol 
S line 60} and ^canning message* for pomons that lta\e been encoded using uuencode {( ol 1 1, 
line SS) Clcaih , neither oi these contexts meu appellant s specific claim language since 
appellant claims com cinng a first file format to a second file format where the second file 
for mat is ' at least on of a f\l ftle lot mat, a R H ftle fotmat without embedded objects, a it MP 
file format, a H J 1 fi file tot mat afS\ file tormat, a JPB file format a Gil file fo; mat a HI Ml 
Ok* I Oi mat without scripts and a W 1! Olefoimat,' as claimed 

Agasn, appellant respectful Iv asserts that the Ji teference fails to meet all of appellant s ciatm 
language, as noted above. 

Group #J; Claim IS 

The Examiner has relied on Jfs disclosure of 11 txt, bmd, pcx and .gif extension files' (Col. 8, 
line 67) and "encoding] binary data to ASCII data'" (Col. 1 1, line 59) to make a prior- art 
showing of appellant's claimed "'second file format being the ACSI1 file format file." Again, in 
the Advisory Action dated 1. 1 7. 2006, the Examiner has failed to respond to appellant's specific 
arguments. Thus, appellant substantially reiterates the arguments made in the Amendment dated 
10/13/2005. 
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In the Office Action dated 08/ f 9/05, the Examiner has argued thai the types of files claimed by 
appellant are mentioned in Ji (Col 8. line 67. Col <-\ lines 1-2) However, appellant notes tltat 
such excerpts merely disclose types of files likely to contain viruses and types of files not likely 
to contain viruses In Ji. if the file is of a ts pe that is likely to contain a virus, then the file is 
temporarily stored and analyzed to determine if it has a virus {see Col °. lines 14-00). Thus, the 
file formats detetmined in Ji only relate to detent tit ting whether to futtlier analyse a file for 
viruses, and not to actually converting the file format, in the specific context claimed by 
appellant. 

As digued in the Amendment filed 06/ O'* appellant iespeetfulK asserts that smtplv disclosing 
t\ pes of files does me to the !e\ el of speeificm of appellant's claim language !n fact, the 
excerpts \ eh ed on b\ the Kammei are tn the context of checkme extensions ot file names {( ol 
8 line 60} and ^canning message* for portions that !ta\ e been encoded using uuencode {C ol 1 1 . 
line SS) Clcaih , nerthei oi these contexts meu appellant s specific claim language since 
appellant claims com citing a first file format to a second file format where 'the second file 
format [is]. . . the ACSH file format file." 

Again appellant uspeetfulh asset ts that ifu Ji iefuenec fails to meet all of appellant's claim 
language as noted aho\e 

(ifoup 0 Ckum 22 

I he Lvtmrner has iched on the iollowtng exceipts from h to make a prtot art showing of 
appellant's claimed determining if the first tile format ss one of a word processing file format 
i\pc and a graphics file fin mat tspe the second file format being at least one of a '1 XT file 
ionnat a Rib file ionnat without embedded objects, and allTMl file fonnat without sctipts if it 
is determined that the certain file format is the word pto^essmg file format type, the second file 
fonnat beinv: at least one of a JPIJ fik fonnat, a BMP file format, a Gil" file fonnat a 1 IFML file 
tot mat without senpts and a JPI-G file rormat it* it is determined that the first file format is the 
gtaphics file tbi mat ts pe 
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■:he virus checking program is prei arable echoed to the client: 'task 72 
by the ST I? proxy server..." (Col, 10, lines 30-33} 

■\..the FT? proxy server 6(5 arid SMTP proxy server 62 are preferably oriiy 
included or last ailed in the xaemory 44 of the gateway nodes 33." J Col . 

\ et aeain in {he \d\isor\ Vction dated F 17/2000 the Fvinimei has failed to respond to 
appellant's specific aiguments Thus, appeil ml suhst unialh teiterates the ifgumuits made in 
die Wndment dated 10'iV200^ 

in the Oftlce \ction dated 1°- (, 5, the I \amuiei has digued that the Is pes of flies churned b\ 
appellant aic mentioned tn Ji \s aigucd with respect to the Vmendment dated 06 .VOr 
appellant Rspeetfulis asserts that tfu abos e exeetpts ftom It simpls disclose an FTP p?oxs seises 
that echoes the output uf a \ iuls cheeking progum to a chetit task (leads , such a teaching has 
no relation to anv son of cons ermig , m the manner claimed hs appelant, and thus can in no was 
meet the same. 

Again, appellant respect fully asserts that the ji Teference fails to meet ajj of appellant's claiin 
language, as noted above. 

Issue 4 2: 

The Examiner has rejected Claims 1 5 and .>4 under 35 US.O. 103(a) as being unpatentable osei Jl et 
al (C S Patent \o 5,8HO «m) , m stew of Chen (U. S Patent No. 5SK>(). 1 70). 

{ in nip I Chivns 15 mid 34 

Vpellaot RspeetfuNs asserts that the subject matter of such claims is deemed novel in view of the 
amuments made heiemakne 



Issue #4: 
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The Fxaimnei has t ejected Udim I 7 under » ^ t S C 10 >(a} as being unpatent ible o\ ei Ji et <tl 
(( ' S Patent No m uew of ( hen (1 S Patent \o 5 %0 in iuithei mow of 

\talom.v ei al (I S Patau No 0,5 4^,20S) 

Group #/; Qtarm /7 

1 he f Aammer lias i el fed on (. ol 10 lines "> *^ — ic* in Nialonev to make a pjjoi ,nt showing of 
appellant s claimed second File format hang the H I \1 L file format u ithout scripts * \ppellant 
lespeafulh asserts that such e\eetpt onh toadies a IPG or GIF midge ~!S not displauibie m the 
iecorded format' and that the 'giaphic exuaaion too] coin a is the icassembled 1 II IP session 
Hie containing JPG and (ill data and cseatt-s a new log file containing the names and images 
f jiu» m Malonex, the H TIP session tile itself j» coux erred which death does not meet 
appellant's 1 .second file foimat bemu the HI ML file format without seupts " as claimed, when 
read m context. 

'1 o establish a /» ana fui.it case of ob\ iousness- three basic ui teua must be met } list these must 
be some suggestion ot motivation uthct m the icfcfences themsches oj m the I now ledge 
genualh axailable to one of ouhnan skill m the ait lo modif\ ifu tefeienoeoi to combine 
leflicnee ieaelnugs Second there must be a reasonable evpeaation of sueecss I math , (he puoi 
art lefejence (oi jeterenees when combined) must teach oi suggest all the claim limitations The 
teaching or suggestion to make the claimed combination and the seasonable expectation of 
success must both be found m the puoi an and not based on appellant s dtsjosuie h> n 
Faeck,947 F.2d 488, 20 USPQ2d 1438 (Fed.Cir.1991), 

Appellant respectfully asserts that at least the third element of t\\Q prima facie case of 
obviousness has not been met, since the prior art references, when combined fail to teach or 
suggest ajj of the claim l imitations, as noted above 

In view of the remarks set forth hereinabove, all of the independent claims are deemed allowable, 
along with any claims depending therefrom. 
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VIII CLAIMS APPENDIX (37 C.F.R. § 4i37(cKI)(viii)) 

The text of the claims involved in the appeal (along with associated status information) is set forth 

below: 

1 . (Previously Presented) A method carried out by a computer when executing computer- 
readable program code, the method comprising' 

receiving a certain electronic file intended for delivery from a sender to an intended 
recipient, the certain electronic file having a first file format having a first file extension and 
containing a computer virus; and 

prior to the certain electronic tile being made available for viewing by the intended 
recipient, converting the certain electronic tile to a second Die format having a second Die 
extension that is different from the first file extension of the first file format and that prevents the 
computer virus from executing when the converted electronic fide is opened bv the intended 
recipient: 

wherein it is determined whether the certain electronic file represents at least a potential 
risk to security of a computer system, said converting the certain electronic file being in response 
to a determination that the certain electronic file represents at least the potential risk to the 
security of the computer system. 

2. (Original) The method of claim I , the certain electronic file being an attachment to an 
electronic mail sent over a network. 

3 . (Original } The method of clai m 2, the network incl udi ng the i nternet. 

4. (Original) The method of claim I , said receiving occurring at a desktop computer of the 
intended recipient. 

5. (Original ) The method of claim 1 5 said receiving occurring ai a server computer. 

6. (Original) The method of claim 1, said receiving occurring at a. gateway computer. 
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7 (Ofigma.1) The method of claim 1, said eon\ citing occurring at a desktop computer of the 
intended recipient 

8 (Ongm.il) i he method of claim 1, said tomming occulting at a server computer 

0 (OngiUdi ) Ihe method of claim 1, said com etfmg occurring at a gateway computet 

10 (Ougmai ) The method of claim K said conx citing occumng piios to the intended 
itupient lect-ising the ceitam deettonic file 

1 1 . (Cancelled) 

12 (Previously Presented} The method of claim L said determining whether the certain 
electronic file represents the potential risk comprising- 

determining if the certain electronic file contains the computer virus 

13. (Previously Presented) The method of claim L said determining whether the certain 
electronic file represents the potential risk comprising. 

conducting a heuristic scan of the certain electronic file 

l---i (Original) The method of claim K the certain electronic file being a first electronic file, 
further comprising: 

receiving a second electronic (tie intended for delivery from another sender to another 
intended recipient, the second electronic file having a third ftle format and containing another 
computer vi rus; and 

prior to the second electronic tile being made available tor viewing by the another 
intended recipient, converting the second electronic file to a fourth file format that is different 
from the third tile format and that prevents the another computer virus from executing when the 
converted second electronic file is opened by the another intended recipient. 

1 5 (Original } The method of claim L the computer viats including a macro virus 
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ifi (Ongmai) The method of claim 1 , the second file lot mat being at least one of a TXT file 
ibnn.il, a RTb file ibunat without embedded objects a BMP file ibimai, a J PI i j file tot mat a 
CS\' file founat, a H'B file loimat, <i Gil fife fonn.it a 1 [I ML file loimat without sejjptj* and a 

ASCII file format. 

1 7 (Ongmai > Ihe method of claim lo the second file ibunat being the ill Ml. file loimat 
without scripts. 

IK (Original) The method of claim io ihc .second file foimai being the \CMi file foimat 
file. 

19. (Original) The method of claim 16, the second file format being the TX T file format, 

20. (Original) The method of cl aim 1, the second file format being a file format having text 
without scripts.. 

2 1 . (Ori gi rial) The method of cl aim 1 , the certain electroni c fi le being at least one of a word 
processing file, a spreadsheet Hie., a database file, a graphics file, a presentation file, a 
compressed fife, and a binary executable file 

22. ( Original) The method of claim i, further comprising: 

determining if the first file format is one of a word processing file format type and a 
graphics file format type, the second file format being at least one of a 'TXT file format, a R TF 
fife format without embedded objects, and a HTML fife format without scripts if it is determined 
that the certain file format is the word processing tile format type, the second fife format being at 
least one of a JFB file format, a BMP file format, a GIF file format, a H TML file format without 
scripts, and a JPEG file fonnaf if it is determined that the first file format is the graphics file 
format type, 

2 > (Original) i he method of claim L the certain elect! omc file being an electronic file 
iccei\ed by at feast one of a R.TP tiansfei oi a HTTP tiansfei piotocol 
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24 (Preuoush Ptesentul) A method tot implementing a seeunU poiies the method 
comprising: 

delummmg whetbet an eketiomc fik icpiesems at least a potential mk to seeunh of a 
computer system; and 

pnot to makmg the elections file <naiiabie to an intended recipient of the electrontc file, 
cum ei ting the electronic tile into a viie fonthit Swung a sate file evtensjon that ensuies tlwt d 
computer wins m the ekcuomc file is unahie to h.nm the computer swem, 

wnd coin crtmg the eleetiomc flic being in response to the detcuninatiott that the 
elections file represents at least the potential tisk to the seeunt\ of the computer s\stem 

2 s (Ongnwl i Ihe met! tod of 24 .sau! determining compmtng 

detetrmnmg whether the election^ tile has <* fik extension tndtcattse of a tile upe that 
supports a potential computer \irus 

2<> (Oitgma! ) The method of 24 sdid defetmjmng compiling 

detecting whether the electronic file contains the computer virus. 

27, (Original) The method of 24, said determining comprising: 

determining whether content of the electronic file reflects a potential computer virus 

28. (Previously Presented) A computer-readable medium having instructions stored thereon, 
the instructions when executed by a computer cause the computer to. 

convert a certain electronic file, intended for delivery from a sender to an intended 
recipient, from a first file format having a first file extension to a second ftie format having a 
second file extension, said converting being prior to the certain electronic file being made 
available for viewing by the intended recipient, the second tile format with the second tile 
extension being different from the first file format with the first file extension and preventing a 
computer virus in the certain electronic file from executing when the converted electronic file is 
opened by the intended recipient, 

wherein it is determined whether the certain electronic file represents at least a potential 
risk to security of a computer system, said converting the certain electronic tile being in response 
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to a determination that the certain electronic tile represents at least the potential risk to the 
security of the computer system 

29 (Onyni.il) i he computer-readable medium of claim 28, the certain electronic file being 
an attachment to an electronic mat! sent o\ei a network- 
ed ({ h'tginal) The computet -readable medium of claim 28. the instructions when executed by 
the computer cause the computer to com ert the certain electronic file from the first file format to 
the second file format piioi to the intended recipient receh ing the certain electionic tile 

3 1 . (Cancelled) 

>2 ( PievioLisly Piesented} 1 he computer-readable medium of claim 28 said determining 
whethet the e-eitam electronic file represents the potential risk eompiismg 
deteimtmng if the certain electronic file contains the computet \ntts 

3.5 (Original) I he computer- readable medium of claim 28. the institutions vvhen executed b\ 
the computer furthet canst, the computet to 

determine if the fust file foimat is one of a wotd processing foimat t\pe and a giaphics 
foimat t\ pe the second file foimat being at least one of a I X T file format, a R H- file format 
w ithout embedded objects, and a H I ML file tot mat \\ ithout scripts if it is determined that the 
fust file tot mat is the word processing file foimat t\pe. the second Hie tot mat being <it least one 
of a fPB file foi mat a BMP file foimat a Gff< file foimat. a (U Ml tile format without scripts, 
and a JPIXf tile foimat if it is detei mined that the fit si file foimat is the etaphics file format t\pe 

>4 (Original ) The computet -loadable medium of claim 28 the computer strus being a macro 

vims. 

*5 (Oiigsnai > The computef-readabie medium of Jaim 28 the second tile foimat being at 
least one of a FX i file tbi mat, a R PF file tbi mat without embedded objects, a BMP file fot mat, 
a JPFG file format, a CSV file foimat, a JPB file format a Gif tile format, a HTML flic foimat 
without scripts and a ASCI! file fojmat 



M> (Pioviousiv Presented) \n appatatus comprising 

a computet having means ioi receiving <i certain elections file intended for deltverv from 
a sender to a intended teciprent the certain electronic file hav inu a first file format havmg a frrst 
ft!c extension and containing a computer \ it us, the eomputei furthet including means for 
converting pnoi to tire certain electronic file buna nwrie available ibi viewing In the intended 
lecsptent the certain electronic file from the first tile format with the fust file extension to a 
second tile format having a second tile extension that is drffeient from the fiust file foimat with 
the fiist tile extension and that pi events the computer \itus fiom executing when the converted 
electronic ille is opened b\ the intended reupient, 

wheiern it is detennmed whether the certain elecUomc tile lepiesents at least a potential 

usk to secuntv of a eomputei svstem, said converting the certain electiomc file being in 

iesponse to a determination thai the- ceitam electiomc file iepiesents at least the potential nsk to 

the seemm of the computer sWem 

37. (Original ) The apparatus of claim 36, said computer being a desktop computer of the 
intended recipient. 

38. (Original) The apparatus of claim 36, said computer being a server computer of a local 
area network. 

39 (Original) The appar atus of claim 36, said computer being a gateway computer. 

40. (Previously Presented) The method as recited in claim 1, wherein the first format is 
selected from the group consisting of a word processing file, a spreadsheet file, a database file, 
a graphics file, a presentation file, a compressed file, and a binary executable file; and is 
convened to the second format which is selected from the group consisting of a TXT file 
format, a RTF file format without embedded objects, a BMP tile format, a JPEG tile format, a 
CSV file format, a JPB file format, a GIF file format, a HTML file format without scripts, and a 
ASCII file format. 
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IX EVIDENCE APPENDIX (37 C.F.R. § 41.37(c)(l)(tx» 

There is no such evidence. 
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X RELATED PROCEEDING APPENDIX (37 C.F.R. § 407(c)(l){x)) 

Since no decision(s) has been rendered in such proceeding(s), no material is included in this Related 
Proceedings Appendix. 
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The Appeal Brief filed on 



is defective for failure to comply with one or more provisions of 37 CFR 41 ,3?. 



To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction {see MPEP 
1205.03} within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer, 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNOER 37 CFR 1.136. 

1 ■ D The brief does not contain the items required under 37 CFR 41 .37(c), or the items are not under the proper 
heading or in the proper order. 

2. □ The brief does not contain a" statement of the status of ail ciaims, (e.g., rejected, allowed, withdrawn, objected to, 
canceled}, or does not identify the appealed claims {37 CFR 41 .37(c)(1}(iii}). 

3- D At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a 

statement of the status of each such amendment {37 CFR 41.37{c}(1)(iv)). 

4- 53 {a) The brief does not contain a concise expianation of the subject matter defined in each of the independent 

ciaims involved in the appeal, referring to the specification by page and line number and to the drawings, if any, 
by reference characters; and/or {b} the brief fails to; (1) identify, for each independent claim involved in the 
appeal and for each dependent claim argued separately, every means plus function and step plus function under 
35 U.S.C. 112, sixth paragraph, and/or {2} set forth the structure, material, or acts described in the specification 
as corresponding to each claimed function with reference to the specification by page and line number, and to 
the drawings, if any, by reference characters {37 CFR 41.37{c){1){v)). 

5. □ The brief does not contain a concise statement of each ground of rejection presented for review {37 CFR 

4t.37(c)(1Xvi)) 

6. □ The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR 

41.37(c)(1)(vii)). 

7. □ The brief does not contain a correct copy of the appealed claims as an appendix thereto {37 CFR 

41.37{c){1)(viii)). 

8. O The brief does not contain copies of the evidence submitted under 37 CFR 1 . 1 30, 1 . 1 31 , or 1 , 1 32 or of any 

other evidence entered by the examiner and relied upon by appellant in the appeal, along with a 
statement setting forth where in the record that evidence was entered by the examiner, as an appendix 
thereto {37 CFR 41 .37{c}(1}{ix)}. 

9. □ The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding 

identified in the Related Appeals and Interferences section of the brief as an appendix thereto {37 CFR 
41.37(c){1){x)). 

10-D Other (including any explanation in support of the above items}: 

With regard to claim 36 , which incl udes means plus function lim itations, the applicants have not identified t he structure 
as corresponding to the claimed function. For example, with resp ect to the mews for re ceiving an electronic file, the 
Applicants have pointed to item 202 of Figure 2. Likewise, with respect to the means for converting, the App licants 
have pointed to item 204 of Figure 2 . These items are merely a boxes in a flow chart that performs the func tion, "fhe 
specification does not describe what stmctures other than the computer of claim 36 performing these functions. The 
computer cannot be the s tructur e for performing these functions since it is the compiler that is beingciaimed . 
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